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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 2, 6, 7, 10-14, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mattingly et al. (hereinafter Mattingly), WO 00/17749, in view of 
Derwent Abstract Pub. No. RD 413041 A, (hereinafter 413'). 

3. In considering claims 1 and 12, Mattingly teaches: a method of, and a 
computer-readable medium comprising computer executable instructions configured for, 
upgrading firmware on a computing device comprising: determining a current version of 
firmware installed on the computing device, (page 6, lines 5-9); searching a pre- 
designated location (260) for a firmware upgrade, (page 6, lines 5-21 ); sending a 
message notification to one or more pre-designated addresses if the firmware upgrade 
is found, (page 6, lines 22-25); and installing the firmware upgrade onto the computing 
device, (page 6, line 25-page 7, line 8). 

Although the disclosed teachings of Mattingly show substantial features of the 
claimed invention, they fail to disclose: the message notification being an email 
message: 
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Nevertheless 413' teaches: sending an email notification message to a user 
when an update is found, (see abstract and Fig. 3). 

Thus given the teachings of 41 3', it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Mattingly to show sending an email 
notification to one or more pre-designated email addresses if the firmware upgrade is 
found. This would have advantageously notified users on a network when firmware 
upgrades were available for the computing device, (41 3' abstract, and Mattingly, page 
2, lines 21-27). 

4. In considering claim 2, Mattingly further discloses the searching further 
comprising: comparing the current version of firmware with the firmware upgrade to 
determine if the firmware upgrade will provide a more recent version of firmware, (page 
6, lines 9-21). 

5. In considering claim 6, Mattingly further discloses the firmware upgrade 
occurring automatically when the firmware upgrade is found, (page 3, lines 1-7). 

6. In considering claim 7, although the disclosed teachings of Mattingly show 
substantial features of the claimed invention, they fail to expressly disclose: the pre- 
designated location being a plurality of pre-designated locations comprising a URL 
address accessible via the Internet, and a local server address accessible via a local 
network. 
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Nevertheless, pre-designated locations comprising URL addresses accessible 
via the Internet, and local server addresses accessible via local networks were well 
known in the art at the time of the present invention. 413' teaches: a pre-designated 
location (17) comprising an address accessible via a network, (see abstract, and Fig. 1). 

Thus it would have been obvious to a person of ordinary skill in the art to modify 
the teachings of Mattingly to show the pre-designated location being a plurality of pre- 
designated locations comprising a URL address accessible via the Internet, and a local 
server address accessible via a local network. This would have advantageously 
provided an alternate means for obtaining the firmware upgrade from a variety of 
locations, (Mattingly, col. 4, lines 6-2, and 413', abstract). 

7. In considering claim 10, Mattingly teaches the computing device being 
embodied as a device selected from a group of devices comprising: a printer, a 
scanner, a copier, a facsimile machine, a multifunction peripheral device, a modem, a 
cellular telephone, a personal computer, and a personal digital assistant (PDA), (page 
4, lines 6-12). 

8. In considering claim 1 1 , the teachings of Mattingly provide a means for the 
firmware being device driver software and the firmware upgrade being a device driver 
upgrade, (page 3, lines 1-7). 
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9. In considering claim 1 3, the teachings of Mattingly further provide a means for 
the computer executable instructions to be further configured to cause a computer to 
perform the method of claim 1 automatically on a periodic basis, (page 3, lines 1-7). 

10. In considering claim 14, the combined teachings of Mattingly (page 3, lines 1- 
7), and 413' (abstract), provide a means for the computer executable instructions to be 
further configured to cause a computer to perform the method of claim 1 at the request 
of a user. One of ordinary skill in the art would combine the teachings of Mattingly with 
413' for reasons indicated in considering claimsl and 12. 

11. Claims 3, 4, 21, 24-26, are rejected under 35.U.S.C. 103(a) as being 
unpatentable over Mattingly and 413', in view of Hunt et al. (hereinafter Hunt), U.S. 
Patent 6,539,422. 

12. In considering claim 3, although the disclosed teachings of Mattingly and '413 . 
show substantial features of the claimed invention, they fail to expressly disclose: the 
searching further comprising initiating a browser application embedded on the 
computing device. 

Nevertheless, in a similar field of endeavor, Hunt teaches: initiating a browser 
application embedded on a computing device to search for information, (col. 3, lines 39- 
50). 
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Thus given the teachings of Hunt, it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Mattingly to show the searching further 
comprising initiating a browser application embedded on the computing device. This 
would have advantageously provided an alternate means for obtaining the firmware 
upgrade, (Hunt, col. 4, lines 13-39). 

13. In considering claim 4, the teachings of Hunt further provide a means for the 
browser application to be stored on and executed on a second computing device 
coupled to the computing device, (col. 4, lines 13-23). One of ordinary skill in the art 
would combine the teachings of Mattingly and 413' for the same reasons indicated in 
considering claim 3. 

14. In considering claims 21 and 26, Mattingly teaches: a computing device and 
system for upgrading firmware comprising: firmware stored in nonvolatile memory on 
the computing device, (page 5, lines 15-19); determining a current version of firmware 
installed on the computing device, (page 6, lines 5-9); searching a pre-designated 
location (260) for a firmware upgrade, (page 6, lines 5-21 ); sending a message 
notification regarding an available firmware upgrade, (page 6, lines 22-25); 

and installing the firmware upgrade in the nonvolatile memory, (page 6, line 25-page 7, 
line 8). 
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Although the disclosed teachings of Mattingly show substantial features of the 
claimed invention, they fail to disclose: the message notification being an email 
message. 

Nevertheless 41 3' teaches: sending an email notification message to a user 
when an update is found, (see abstract and Fig. 3). 

Thus given the teachings of 413', it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Mattingly to show sending an email 
notification regarding an available firmware upgrade. This would have advantageously 
notified users on a network when firmware upgrades were available for the computing 
device, (413', abstract, and Mattingly, page 2, lines 21-27). 

Although the combined teachings of Mattingly and 413' show substantial features 
of the claimed invention, they fail to expressly disclose: an applet configured to 
determine the current version of the firmware. 

Nevertheless, applets configured for determining information were well known in 
the art at the time of the present invention. Hunt teaches: applets configured for 
determining device data, (col. 7, lines 13-42). 

Thus, it would have been obvious to a person of ordinary skill in the art to modify 
the teachings of Mattingly and 413' to show an upgrade applet configured to determine 
the current version of the firmware. This would have advantageously added flexibility to 
the computing device by allowing the computing device to determine the current version 
of the firmware regardless of device platform, (Hunt, col. 4, lines 24-39). 
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1 5. In considering claim 24, Mattingly teaches the computing device being 
embodied as a device selected from a group of devices comprising: a printer, a 
scanner, a copier, a facsimile machine, a multifunction peripheral device, a modem, a 
cellular telephone, a personal computer, and a personal digital assistant (PDA), (page 
4, lines 6-12). 

16. In considering claim 25, the teachings of Mattingly suggest the nonvolatile 
memory comprises electrically erasable programmable read-only memory (EEPROM), 
page 5, lines 5-19. 

17. Claims 5, 9, 15-17, 20, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mattingly and 41 3\ in view of Sugiarto et al. (hereinafter Sugiarto), 
U.S. Patent Pub. No. 2002/0143952. 

1 8. In considering claim 5, the combined teachings of Mattingly and 41 3 - further 
provide a means for: receiving a reply from a recipient of the email notification, 
(Mattingly, page 6, lines 29-31 , and '41 3, abstract). 

Although the disclosed teachings of Mattingly and '413 show substantial features 
of the claimed invention, they fail to expressly disclose: the email notification comprising 
a user designated time, and at the user designated time, downloading and installing the 
firmware upgrade onto the computing device. 
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Nevertheless, Sugiarto teaches a download timer system and method 
comprising: a user designating a time to download information onto a computing device, 
(page 1, paragraph 5). 

Thus given the teachings of Sugiarto, it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Mattingly and 413' to show the email 
notification comprising a user designated time, and at the user designated time, 
downloading and installing the firmware upgrade onto the computing device. This 
would have advantageously given the user flexibility to decide when the automatic 
installation of the firmware upgrade should occur (Mattingly, page 3, lines 1-7, and 
Sugiarto, page 1 , paragraphs 5 and 6), as well as given the user the option to select 
quicker service for a higher price, or delayed service for a discounted price, (Sugiarto, 
col. 1 , paragraph 7). 

19. In considering claim 9, the combined teachings of Mattingly and 413' further 
provide a means for the email notification to comprise: the current version of firmware 
(Mattingly, page 6, lines 5-9, and 413', abstract); the location of the firmware upgrade 
(Mattingly, page 6, lines 5-9, and 41 3', abstract). 

Although the disclosed teachings of Mattingly and '413 show substantial features 
of the claimed invention, they fail to expressly disclose: a selectable option configured to 
automatically install the firmware upgrade onto the computing device, and information 
comprising: the cost associated with the firmware, upgrade, and billing data required to 
complete an electronic commerce transaction to purchase the firmware upgrade. 
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Nevertheless, Sugiarto teaches: a selectable option configured to download 
content at various times, and information comprising: the cost associated with the 
content download, and billing data required to complete an electronic commerce 
transaction to purchase the content download, (page 2, paragraphs 26 and 27). 

Thus given the teachings of Sugiarto, it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Mattingly and 41 3' to show the email 
notification comprising a selectable option configured to automatically install the 
firmware upgrade onto the computing device, and information comprising the cost 
associated with the firmware upgrade and billing data required to complete an electronic 
commerce transaction to purchase the firmware upgrade. This would have 
advantageously given the user flexibility to decide when the automatic installation of the 
firmware upgrade should occur (Mattingly, page 3, lines 1-7, and Sugiarto, page 1, 
paragraphs 5 and 6), as well as given the user the option to select quicker service for a 
higher price, or delayed service for a discounted price, (Sugiarto, col. 1 , paragraph 7). 

20. In considering claim 15, Mattingly teaches: a method of upgrading firmware 
on a computing device comprising: pre-designating a server location (260) to be 
searched for a firmware upgrade (page 6, lines 5-21); pre-designating an address to 
which a notification will be sent when the firmware upgrade is found (page 6, lines 22- 
25); receiving a notification at the address, (page 6, lines 22-25). 
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Although the disclosed teachings of Mattingly show substantial features of the 
claimed invention, they fail to disclose: the message notification being an email 
message. 

Nevertheless 413' teaches: sending an email notification message to a user 
when an update is found, (see abstract and Fig. 3). 

Thus, given the teachings of 41 3', it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Mattingly to show sending an email 
notification to one or more pre-designated email addresses if the firmware upgrade is 
found. This would have advantageously notified users on a network when firmware 
upgrades were available for the computing device, (413' abstract/and Mattingly, page 
2, lines 21 -27). 

Although the combined teachings of Mattingly and '413 show substantial features 
of the claimed invention, they fail to expressly disclose: the email notification comprising 
a selectable option configured to automatically install the firmware upgrade onto the 
computing device from a server location. 

Nevertheless, Sugiarto teaches: a selectable option configured to download 
content at various times from a server location, (page 2, paragraphs 26 and 27). 

Thus given the teachings of Sugiarto, it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Mattingly and 41 3' to show the email 
notification comprising a selectable option configured to automatically install the 
firmware upgrade onto the computing device from the server location. This would have 
advantageously given the user flexibility to decide when the automatic installation of the 
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firmware upgrade should occur, (Mattingly, page 3, lines 1.7, and Sugiarto, page 1, 
paragraphs 5 and 6). 

21 . In considering claim 16, Sugiarto further teaches in response to a selection of 
the selectable option, requesting a time at which the download will occur, (page 1 , 
paragraph 5). One of ordinary skill in the art would modify the teachings of Mattingly 
and 413' with Sugiarto to show in response to a selection of the selectable option, 
requesting a time at which the firmware upgrade will be automatically installed, for the 
same reasons indicated in considering claim 15. 

22. In considering claim 17, Sugiarto further teaches in response to a selection of 
the selectable option, requesting billing data required to complete an electronic 
commerce transaction to purchase content, (page 1, paragraph 5). One of ordinary skill 
in the art would modify the teachings of Mattingly and 413' with Sugiarto to show in 
response to a selection of the selectable option, requesting billing data required to 
complete an electronic commerce transaction to purchase the firmware upgrade, to 
advantageously give the user the option to select quicker service for a higher price, or 
delayed service for a discounted price, (Sugiarto, col. 1, paragraph 7). 

23. In considering claim 20, the teachings of Mattingly provide a means for the 
firmware being device driver software and the firmware upgrade being a device driver 
upgrade, (page 3, lines 1-7). 
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24. Claim 8, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mattingly and 41 3', in view of Nakao et al. (hereinafter Nakao), U.S. Patent Pub. No. 
2001/0054152. 

25. In considering claim 8, although the disclosed teachings of Mattingly and 413' 
show substantial features of the claimed invention, they fail to expressly disclose: the 
pre-designated email addresses comprising a plurality of pre-designated email 
addresses. 

Nevertheless, pre-designated email addresses comprising a plurality of pre- 
designated email addresses were well known in the art at the time of the present 
invention. Nakao teaches a process for sending image data read out by a scanner to a 
customer of a user in the form of an email wherein: the user selects a pre-designated 
email address or a plurality of pre-designated email addresses to send the image data 
to, (page 9, paragraph 220). 

Thus it would have been obvious to a person of ordinary skill in the art to modify 
the teachings of Mattingly and 413' to show the pre-designated email addresses 
comprising a plurality of pre-designated email addresses. This would have 
advantageously allowed for more than one user at a time to be notified of firmware 
upgrades, (Nakao, page 9, paragraph 220). 
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26. Claims 18, 19, 22, 23, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mattingly, 41 3\ Sugiarto, and Hunt. 

27. In considering claim 18, although the combined teachings of Mattingly, 413' 
and Sugiarto show substantial features of the claimed invention, they fail to expressly 
disclose: the pre-designating a server comprising configuring an applet on the 
computing device with an address location on the server. 

Nevertheless, configuring applets on computing devices with address locations of 
servers was well known in the art at the time of the present invention. Hunt teaches: 
configuring applets on computing devices (110, 120) with address locations of servers 
(100), (col. 7, lines 13-42). 

Thus, it would have been obvious to a person of ordinary skill in the art to modify 
the teachings of Mattingly, 41 3' and Sugiarto to show the pre-designating a server 
comprising configuring an applet on the computing device with an address location on 
the server. This would have advantageously allowed for the computing device to 
access the server over a network regardless of server/device platform, (Hunt, col. 4, 
lines 24-39). 

28. In considering claim 19, although the combined teachings of Mattingly, 413' 
and Sugiarto show substantial features of the claimed invention, they fail to expressly 
disclose: configuring an applet for receiving a notification. 
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Nevertheless, configuring applets for receiving notifications was well known in 
the art at the time of the present invention. Hunt teaches: configuring applets on 
computing devices (110, 120) for receiving notifications, (col. 7, lines 13-42). 

Thus, it would have been obvious to a person of ordinary skill in the art to modify 
the teachings of Mattingly, 413' and Sugiarto to show the pre-designating an email 
address to comprise configuring an applet on the computing device with an email 
address for receiving an email notification. This would have advantageously allowed for 
the computing device to receive the email notifications over a network regardless of 
server/device platform, (Hunt, col. 4, lines 24-39). 

29. In considering claim 22, the combined teachings of Mattingly and 413' further 
provide a means for the email notification to comprise: the current version of firmware 
(Mattingly, page 6, lines 5-9, and 413' abstract); the location of the firmware upgrade 
(Mattingly, page 6, lines 5-9, and 413' abstract). 

Although the disclosed teachings of Mattingly and '413 show substantial features 
of the claimed invention, they fail to expressly disclose: a selectable option configured to 
have the available firmware upgrade installed at a user-designated time. 

Nevertheless, Sugiarto teaches: a selectable option configured to download 
content at a user-designated time, (page 2, paragraphs 26 and 27). 

Thus given the teachings of Sugiarto, it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Mattingly and 413' to show the email 
notification comprising a selectable option configured to have the available firmware 
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upgrade installed at a user-designated time. This would have advantageously given the 
user flexibility to decide when the installation of the firmware upgrade should occur 
(Sugiarto, page 1, paragraphs 5 and 6). 

30. In considering claim 23, Sugiarto further teaches: information comprising: a 
cost associated with an available content download (page 2, paragraphs 26 and 27); 
and billing data required to complete an electronic commerce transaction to purchase 
the available content download (page 2, paragraphs 26 and 27). One of ordinary skill in 
the art would modify the teachings of Mattingly and 413' with Sugiarto to show the 
email notification further comprising: information comprising: a cost associated with an 
available firmware upgrade; and billing data required to complete an electronic 
commerce transaction to purchase the available firmware upgrade, to advantageously 
give the user the option to select quicker service for a higher price, or delayed service 
for a discounted price, (Sugiarto, col. 1, paragraph 7). 

Furthermore, the combined teachings of Mattingly, 413', Sugiarto and Hunt 
provide a means for the selectable option to comprise: a second applet configured to 
browse to the pre-designated location and install the available firmware upgrade upon 
completion of the electronic commerce transaction, (Mattingly, page 6, lines 5-21, 413' 
abstract, Sugiarto, page 2, paragraphs 26 and 27, and Hunt, col. 7, lines 13-42). One of 
ordinary skill in the art would modify the teachings of Mattingly with 41 3', Sugiarto, and 
Hunt for the same reasons previously indicated in considering claims 21 and 22. 
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Conclusion 



31 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hassan Phillips whose telephone number is (571) * 
272-3940. The examiner can normally be reached on M-F 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zarni Maung can be reached on (571 ) 272-3939. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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